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Claim Rejections - 35 USC § 112 

1 . Claims 27-60 and 63-86 are rejected under 35 U.S. C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The amendment filed 2/3/06 entered new matter regarding 'addressable 
pixels'(clms 27, 33, 37, 72), 'programmed to receive from a remote device programming 
instructions or information for changing the game play indicia available on the gaming 
apparatus' (claims 32, 37, 44 and 77), 'themed' (elms 41-43 and 76), 'a theme' (claim 57, 59 and 
83) and 'related to one or more of a particular casino, a game played on a gaming apparatus a 
location or an event' (claims 58, 60 and 84) that is not adequately supported by originally filed 
written description that conveys to an artisan at time of filing that Applicant possessed the 
claimed invention. In addition, although, the cited amendment states in part that Applicant 
believes the claim amendments add no new matter, no specific support for the amended language 
was provided and contrary to Applicant opine in cited amendment on page 12 element 48 
pertains to integrated circuits (page 5, line 27) rather than to alleged addressable pixels. There is 
no support in original specification regarding addressable pixels as claimed. Applicant 
admission that addressable pixels is acknowledged, but the fact of such technology being 
available prior to instant application is not evidence as to being disclosed, suggested or taught by 
original specification. Further, although there was agreement as indicated on interview summary 
for interview conducted on 10 July 2006 that paragraph 23 of PG Pub 2003/0060269 suggests a 
remote device, there is no teaching or suggestion that a remote device programs game indicia on 
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gaming apparatus as presently claimed. For instance, although paragraph 23 states in part 'the 
I/O circuit 88 may be adapted to receive a number of signals which may allow a programmer to 
change the information stored within RAMS(s) 86 and/or ROM(s) 82 and therefore vary the 
game play' there is no teaching or suggestion that the change pertains to game play indicia stored 
in RAM and/or ROM since the change may be changing pay out of pay table based on time of 
play so as to encourage wagering/gaming during off-peak hours or change wager limits 
(min/max), change speed of rotation or any other facet stored in RAMs/ROMs although no 
particular facet including change game play indicia is specifically disclosed to put public in 
possession of what Applicant invented regarding the remote device and such programming game 
indicia by remote device is not inherent nor implied. In essence, the original disclosure does not 
provide adequate support to convey to an artisan that Applicant possessed the invention 
regarding a remote device to program a gaming machine as claimed or as alleged by 
Counsel/ Applicant since the sending of signals received by I/O circuit 88 to change information 
in RAM(s) 86 and/or ROM(s) 82 lacks specificity as to what the signals pertain or what 
information is being changed in RAMs/ROMs. The Office acknowledges remote programming 
of computer as a gaming device was known to exist prior to instant application; however, the 
Applicant is reminded of their duty to disclose their invention at time of filing so as to place the 
public in possession of what they invented. The Applicant failed to follow this requirement in 
this application since the signals and information is not defined to place the public in possession 
as to what they pertain in manner that defines what the programmer is doing and certainly not in 
manner claimed. Also, no player/casino selection of game(s) from a list of games is disclosed 
such that there is no teaching for player/casino selection of a game from a plurality of games 
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including bonus or secondary game(s) so as to change indicia based on different game selected 
or reprogramming of gaming machine to provide a different game or symbol set based on 
selected game from a plurality of games since no such selection is disclosed. 

Also, the cited amendment added new matter regarding 'a theme', 'themed' and 'related 
to one or more of a particular casino, a game played on a gaming apparatus a location or an 
event' since no teaching or discussion is evident in originally filed specification that conveys to 
an artisan at time of filing that Applicant possessed the invention regarding claimed function. 

Although prior action conveyed that specification did not support reprogramming of 
game play indicia, the action may not have been clear that this was considered new matter; 
hence, the proper emphasis herein. In addition, the facet regarding theme appears inter-related to 
reprogramming game play indicia based on theme, location or event that clearly is not disclosed 
in specification so as to notify public that this forms part of invention. 

Applicant is required to cancel the new matter in reply to this Office Action. 
2. Claims 27-60 and 63-86 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. This holding is 
maintained from prior action as reiterated herein. Response to Applicant/Counsel rebuttal is 
provided below and incorporated herein. Where the [paraphrased] claimed 'cause said indicium 
to be displayed', 'displaying the indicium', storing programming instruction or information for 
generating the game play indicia including the indicium and determine the game play indicia (or 
similar language) includes displaying an infinite number of indicia or selection/determination 
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from an infinite number of symbols (pg pub 20030060269, abstract and paragraphs 18 and 26) to 
display the selected indicia or storing instructions or information for generating the game play 
indicia so as to generate a list of infinite number of symbols to select the indicia, the original 
filed specification does not enable the claimed invention with respect to displaying an infinite 
number of indicia or display indicia determined from an infinite number of symbols' or storing 
instructions or information for generating the game play indicia that is generating from an 
infinite number of indicia. To clarify so as to be clear, the issue is with respect to form of 
invention claimed and disclosed that includes an infinite number of indicia either being displayed 
(a display is of limited space and thus cannot by extension contain an infinite number of 
elements), storing instructions or information to generate the game play indicia from an infinite 
number of indicia and/or determining/selecting from an infinite number of indicia for display 
(again, memory and/or processing capacity is limited/finite and thus by extension cannot be 
infinite so as to either store an infinite number of indicia for selection or process an infinite 
number of indicium for selection). The original specification (especially paragraphs 18 and 26), 
as best understood, appears to require either displaying an infinite number of display symbols 
(indicia) or selecting/determining from a infinite number of symbols to display selected or 
determined symbol(s); however, display, memory and processing is finite and thus such 
displaying of an infinite number of symbols or storing instructions or information for generating 
the game play indicia including the indicium where it is generating a list of an infinite number of 
symbols or determination/selection from an infinite number of symbols is not enabled. 
3. Claims 27-60 and 63-86 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
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was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. This holding is maintained from prior action as reiterated herein. Response 
to Applicant/Counsel remark is provided below and incorporated herein. The original filed 
specification, including drawings and claims, fails to reasonably convey to an artisan that 
Applicant had possession of claimed invention at time of filing regarding 'cause said indicium to 
be displayed', 'displaying the indicium', 'instruct the display driver to display the game play 
indicia', and select/determine game play indicia in so far as such displaying, determination or 
storing includes displaying an infinite number of indicium or selection from an infinite number 
of symbols (pg pub 20030060269, abstract and paragraphs 18 and 26) to display the selected 
indicium or to select indicia from infinite number of symbols since the original filed 
specification does not reasonably convey to an artisan that the Applicant possessed the invention 
with respect to displaying an infinite number of indicium or display indicium selected or 
determined from an infinite number of symbols. In looking to scope of claimed steps, the 
Applicant's original filed specification discloses infinite number of indicia or symbols (abstract, 
paragraph 18, 26); however, there is no such obtainable value, no processor capable of 
processing that many symbols, no memory capable of storing that many symbols and no display 
that can display that many symbols due to processor, memory and display being of finite 
capability/capacity. To clarify so as to be clear, the issue is with respect to the written 
specification fails to reasonably convey to an artisan that the Applicant possessed the invention 
regarding an infinite number of indicia either being displayed (a display is of limited space and 
thus cannot by extension contain an infinite number of elements), storing instructions or 
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information to generate the game play indicia from an infinite number of indicia and/or 
select/determine the indicia to display an infinite number of indicia for display (memory and/or 
processing capacity is limited/finite and thus by extension cannot be infinite so as to either store 
an infinite number of indicia for selection or process an infinite number of indicia for selection). 
The original specification (abstract, paragraphs 18 and 26), as best understood, discloses 
displaying an infinite number of display symbols (indicia) or storing instruction for generating 
the game play indicia including the indicium that is to select or determine from an infinite 
number of indicia; however, display, memory and processing is finite and thus such displaying of 
an infinite number of symbols or storing instructions or information for generating the game play 
indicia including the indicium where it is generating a list of an infinite number of symbols or 
selection from an infinite number of symbols is not demonstrated as being possessed. 
4. Claims 27-60 and 63-86 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. This holding is maintained from prior action as reiterated 
herein. Response to Applicant/Counsel assertions is provided below and incorporated herein. 

The cited claims are indefinite since it is unclear how an infinite number of indicia are 
displayed or how indicium are selected/determined from an infinite number of indicia or how the 
gaming apparatus stores an infinite number of indicium for selection/determination at least since 
the display, memory and controller are each finite in capability, but the claimed indicia/indicium 
pertains to an infinite number of indicia and infinite is indefinite. 
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Response to Arguments 

5. Applicant's arguments filed June 18, 2009 have been fully considered but they are not 
persuasive. Regarding assertion that Applicant/Counsel believes that the claims add new matter 
as stated on page 12 (first sentence of second paragraph), the Office agrees as in evidence above 
incorporated herein. Also, contrary to Applicant remark on page 13 that the amendment has 
overcome the 112 first paragraph and second paragraph, the Office disagrees as maintained from 
paragraphs 3-6 and 9 of prior action [paragraph 9 of prior action is incorporated herein] and as 
reiterated in evidence above since to be clear, the originally filed specification includes a form 
(abstract, paragraph 18 and 26 of PG PUB 2003/0060269) that displays an infinite number of 
different indicia, a processor that determines indicia to display from an infinite number of 
symbols that Applicant has not shown as being in possession due to no display can display an 
infinite number of symbols, no processor can select/determine from an infinite number of 
symbols and no memory can store an infinite number of symbols from which a processor 
selects/determines which indicia to display due to each being of finite capacity as stated in 
evidence above incorporated herein. The Applicant has not provided factual evidence that they 
possessed invention regarding a processor having infinite capacity to determine indicia from an 
infinite number of indicia, a display having capability to display an infinite number of symbols 
or a memory having infinite storage to store an infinite number of symbols. 

Also, the Office has not applied art due to no known processor, memory or display can 
process to select/determine, display or store an infinite number of indicia. 

6. Applicant's arguments with respect to claims 27-60 and 63-86 have been considered but 
are moot in view of the new ground(s) of rejection. Finally, steps vii) to xii) of amendment to 
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claim 27 appears redundant to steps i) - vi) and similar redundancy is evident in claims 33, 37, 
and 72. 

Conclusion 

7. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. Sager whose telephone number is 571-272-4454. The 
examiner can normally be reached on T-F, 0700-1730 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 571-272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. Sager/ 

Primary Examiner, Art Unit 3714 



